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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nnay be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on amendment 04/08/05 . 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1,3-6 and 9-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |E1 Claim(s) 1,3-6 and 9-23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1.S Certified copies of the priority documents have been received. 

2, n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 4) d Intemew Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 070505 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see p. 14, filed 04/08/05, with respect to the rejection(s)of 
claim(s) 1-10 and 13-16 under 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1,3-6,9-15,18-21 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims not within technological art. 

The invention as recited in the claims is merely an abstract idea that is not 
within the technological arts. Mere ideas in the abstract (i.e., abstract idea, law of 
nature, natural phenomena) that do not apply, involve, use, or advance the 
technological arts fail to promote the "progress of science and the useful arts" (i.e., 
the physical sciences as opposed to social sciences, for example) and therefore are 
found to be non-statutory subject matter. In the instance case, none of the 
aforementioned claims are recited as within technological art such as being carried 
out on a computer system. Claims 1 ,3-6,9-15,18-21 are accordingly rejected under 
35 U.S.C. 101 as being non-statutory subject matter. 
Claims not limited to practical application. 
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A second requirement for a claimed to be statutory under 35 U.S.C. 101 is 
that the claimed invention as a whole must accomplish a practical application. That 
is, it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 
1373, 47 USPQ2d at 1601-02. The purpose of this requirement is to limit patent 
protection to inventions that possess a certain level of "real world" value, as opposed 
to subject matter that represents nothing more than an idea or concept, or is simply 
a starting point for future investigation or research (Brenner v. Manson, 383 U.S. 
519, 528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1 197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). Accordingly, a complete disclosure should 
contain some indication of the practical application for the claimed invention, i.e., 
why the applicant believes the claimed invention is useful. Apart from the utility 
requirement of 35 U.S.C. 101, usefulness under the patent eligibility standard 
requires significant functionality to be present to satisfy the useful result aspect of 
the practical application requirement See Arrhythmia, 958 F.2d at 1057, 22 
USPQ2d at 1036. Merely claiming nonfunctional descriptive material stored in a 
computer-readable medium does not make the invention eligible for patenting. For 
example, a claim directed to a word processing file stored on a disk may satisfy the 
utility requirement of 35 U.S.C. 101 since the information stored may have some 
"real world" value. However, the mere fact that the claim may satisfy the utility 
requirement of 35 U.S.C. 101 does not mean that a useful result is achieved under 
the practical application requirement. The claimed invention as a whole must 
produce a "useful, concrete and tangible" result to have a practical application. 
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Claims 1 ,3-6,9-1 5, 1 8-21 are not limited to tangible embodiments. In view of 
applicants' disclosure, specification page 7, line 16 - page 8, line 4, the medium is 
not limited to tangible embodiments, instead being defined as including both tangible 
embodiments (e.g., spectrum shaping filters) and intangible embodiments (e.g., 
waveform). As such, the claim is not limited to statutory subject matter and is 
therefore non-statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ransijn USP 6,275,959 B1 in view of Applicant's Admitted Prior Art (AAPA). 
Regarding claims 22 and 23, Ransijn teaches an apparatus for generating a 
random binary waveform containing events which occur at random intervals, 
comprising: a first level detector (BIO, LI and D1 in Fig.6) for level-detecting said 
random output signal using a first threshold to derive a first preliminary signal 
containing first events occurring asynchronously at random intervals; a second 
level detector (81 1 , L2 and D2) for level-detecting said random output signal 
using a second different threshold to derive a second preliminary signal 



Application/Control Number: 09/633,275 
Art Unit: 2637 



Page 5 



containing second events occurring asynchronously at random intervals; and 
means for multiplying (X1 ) at least said first preliminary signal and said second 
preliminary signal to produce a random binary waveform in which at least said 
first and second events are interspersed. 

However, Ransijn does not teach a physical noise source producing a random 
output signal. 

AAPA teaches a physical noise source (see PNS in Fig.1) producing a random 
output signal. Therefore, it would have been obvious to one skilled in the art at 
the time of the invention to incorporate the teaching of AAPA of having the 
physical noise source coupled to the input in (41 in Fig.6) for the purpose of 
implementing a threshold optimization circuitry and optimizing the decision 
threshold (note col. 9, lines 53-62) in a received signal. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Sam Ahn whose telephone number is (571 ) 272- 
3044. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jay Patel can be reached on (571 ) 272-2988. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



273-8300. 




Sam K. Ahn 
7/11/05 i| 



